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Workshop objectives

* Participants will understand:
— Benefits of searching
— Keyword search vs. classification search
— What is Cooperative Patent Classification (CPC)?
— The six-step search process

— Building a search strategy using keywords and
classification scheme



Disclaimer

« References to particular patents, designs, trademarks,
service marks, products, services, companies, copyrights,
and/or organizations appearing in this presentation are
for illustrative and educational purposes only and do not
constitute or imply endorsement by the U.S.
government, the U.S. Department of Commerce, the U.S.
Patent and Trademark Office, or any other federal

agency.



Patents

A U.S. patent is

A property right granted by the United States
government to an inventor

To exclude others from making, using, offering
for sale, or selling the invention throughout
the United States or importing the invention
into the United States

For a limited time

In exchange for public disclosure
of the invention




Why search?

 Patentability

— Inventions that are new, useful, non-obvious, and
accompanied by a written description disclosing
how to make and use the invention may be
patented.

« But how do you know if an invention is
new and non-obvious?



Patent process overview
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U.S. patent prior art search

* Ensure that your invention is indeed novel and non-
obvious; conduct a prior art search before filing a U.S.
patent application

— Many searchers start with a preliminary prior art search of
U.S. patents and published patent applications

— Conduct a keyword search; however, note that there are pitfalls from relying
only on a keyword search

— To be as thorough as possible, a supplemental prior art search ideally
includes a classification search of granted U.S. patents and published U.S.
patent applications, conducted to determine patentability of an invention




Prior art
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Any document that contains a discussion or description
relevant to an invention for which a patent is currently
being sought or enforced, may be a prior art reference.

It is an applicant's duty to submit to the office information
which is “material to patentability of the invention claimed in a
non-provisional application.”

A patent examiner may reject one or more claims in a patent
application on the grounds that they are “anticipated by" or
“obvious in view of” the prior art.



Prior art

 Prior art consists of information disclosed to the public
including:

— U.S. patents and published patent applications

— Foreign patents and published patent applications
— Journal and magazine articles
— Books, manuals, and catalogs
— Websites

— Conference proceedings

— Scientific papers
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Challenges with relying on
keyword searching

« Vague or inconsistent terminology
— "Toy and Process of Use” (Patent 2,415,012)

Obsolete names and terms

— "LP" ... "hi-fi" ... "laser disc” ... "water closet”

Different meanings in different fields

— "mouse” the animal v. computer "mouse”

* Synonyms

— Rodent Extermination Device (Patent 5,185,953)
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Challenges with relying on
keyword searching (continued)

« Some text may have British spellings
— Colour v. color
— Tyrev. tire
 Spelling errors and variations
— Repellant v. repellent
— Three wheeled v. tri-wheeled
* Acronyms and abbreviations
— LED, light emitting diode
— PDA, personal digital assistant

13



Biggest challenge of
keyword searching

« Text patent databases limit keyword searching to no
earlier than:

— Google Patents: 1880's
— USPTO public website: 1976
— PUbEAST and PubWEST: 1971

 Searching by classification allows access to all U.S.
patents

14



What is classification?

* In general, a classification system
is a system of hierarchical
categories used to organize like
“things” by their characteristics
and relationships.

» Classification systems are very
useful for sorting and searching
large collections of information,

including inventions.

15



Worldwide classification systems

Replaced by CPC

in 1/2015 for U.S. Replaced by
utility patents CPCin 2013
USPC IPC ECLA FI CPC
Documents IPC Union EPO, member Japan Patent
classified into USPTO Members (61) states Office USPTO/EPO
system by
: : ECLA is an Fl is an extension
Relationship to IPC | None None extension of |PC of IPC CPC is an
extension of IPC
Classification 2 Standards for Invention Invention Invention Invention
Classification Information Information Information Information
o IPC Guide IPC Guide IPC Guide
Rules for U.S. Classification IPC Guide + + dexi i n
classification Guidelines Art Specific Rules E?i?r::; exing wit Art Specific Rules
Number of 150,000 69,000 145,000 180,000 200,000
Subdivisions
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What is CPC?

« Joint partnership with the European Patent Office (EPO)
« Harmonization of the USPC and ECLA
« The CPCis divided into eight main areas, A-H:

— A Human Necessities

— B: Performing Operations; Transporting

— C: Chemistry and Metallurgy

— D: Textiles and Paper

— E: Fixed Construction

— F: Mechanical Engineering; Lighting; Heating; Weapons; Blasting; Engines or Pumps
— G Physics

— H: Electricity

17



Six-step U.S. patent
search strategy
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The six-step U.S. patent search strategy is a strategy for searching
U.S. patents and published patent applications to locate and
evaluate relevant prior art; any previous publication that discloses an
invention and would preclude issuance.

A more comprehensive prior art search would also include foreign
patent publications and non-patent literature.

Careful recording of the search process (databases used, date and
time of search, classes searched, and patents/published patent
applications retrieved) is important.



Search example

We have invented an
umbrella with a new rib
design to eliminate the
umbrella collapsing or
inverting due to winds.
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Step 1 - Brainstorm terms describing
the invention

*  What is the purpose of the invention? Is it a utilitarian device or an
ornamental design?

* Is the invention a process — a way of making something or performing a
function — or is it a product?

« What is the invention made of? What is the structure of the invention?
« How is the invention used?

« What are keywords and technical terms that describe the nature of the
invention?

Note: Consult a technical dictionary or thesaurus to help find the appropriate terms.



Step 1 - Brainstorm terms describing
the invention (continued)

Purpose: Umbrella has a new rib design to eliminate an umbrella collapsing or
inverting due to high winds

Invention: An improvement in umbrellas to eliminate need for frequent
replacement of umbrellas

Invention components: Framework with ribs, stretchers and a main frame,
securing rings, mounting brackets, joint connectors, fabric connectors, fabric
linkage bar

How used: As needed in protection from the elements

Other terms (in addition to above): parasol, sunshade, support assembly or
apparatus, windproof, wind-resistant
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Step 2 - Keyword search

Use Boolean operators:
— Use "OR" to group together synonyms

— Use "AND” to find the intersection of two sets of information
* Include wildcard symbols (*) to obtain versions of words.

* |ncorporate quotes to group search phrases where words
are adjacent.

* Filter by selected fields, e.g., inventor name.

22



Keyword search strategy

((umbrella* OR parasol* OR sunshade*) AND
(windproof or “wind resistant”))




Step 3 - Conduct in-depth review of patents
you selected based on front-page information

* Review each U.S. patent you selected in-depth for similarity to your
own invention.

« Look at other sections of the patent—additional drawings pages, the
specification, and especially the claims.

» References cited by the applicant and/or patent examiner may lead
you to additional relevant patents.

« Save the most relevant U.S. patents you find.

« Refine and repeat searches.
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U.S. patent
image after 2015

» Review the front page of each
patent as well as other pages.

« Record the patent number of
those patents similar to your
invention that will merit later
closer review.

 Note the classification
value(s).
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United States Patent
Rudder et al.

REVERSIBLE UMBRELLA

Applicants: Keeon Rodder, Houston, T (15
David Cossey, Howston, TX (115}

lnventors: Keeon Rudder, Houston, TX (LUS)
Diavid Cossey, Houston, TX (LUS)

Notice: Subject to any disclaimer, the term of this
patent is extended or adjusted wnder 35
US.C. 154(b) by O days.

Appl. Mo 140333955

Jul. 17, 2014
Related U.

3. Application Data

Provigional application No. 61/847,140, filed on Jul.
7. 23,

Int. CI.
AdEB 190 (200601 )
AdSB 2502 20001}

fa]

(0]

U.s, CL
CPC e ALSE TR (201300 3 ALSE 2300

(201300 ) A45E 2502 (1013.01)

CPC . Ad3E 23000 A4ZE 1900 A4SE 201 9/008;
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See application file for complel
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U.S. patent
image prior to 2015

* Review the front page of each | ™

(72} Inventor:  Kahng J. David, New York, NY (LUS)

pa te nt a S We | | a S Ot h e r pa g es o [®) Netice:  Subject to any disclaimer, the term of this
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Corresponding U.S.

patent text version
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In text view, U.S. patents
issued before 2015 will
have contain both U.S.
and CPC values.

CPC values have been
retrofitted to all U.S.
patents.

Since January 1, 2015,
U.S. patent images
contain and display CPC
values.

US-PAT-NO: 8783275

DOCUMENT - Us 8783275 B2

IDENTIFIER:

TITLE: Compact folding umbrella with hybrid ribs to resist
damage due to inversion

DATE-ISSUED: July 22, 2014

PRIOR-PUBLICATION-INFORMATION:

DOCUMENT-IDENTIFIER DOCUMENT-DATE

Us 20130228203 Al September 5, 2013

PATENT-FAMILY-ID: 44706187

INVENTOR-INFORMATION:

NAME CITY STATE ZIP CODE COUNTRY
David:; Kahng J. New York NY N/R us

APPLICANT INFORMATION:

NAME CITY STATE COUNTRYAUTHORITY TYPE
David; Kahng J.New YorkNY Us

APPL-NO: 13749973
DATE FILED:January 25, 2013

CONTINUITY DATA:

continuation parent-doc US 12962155 20101207 US 8360082 child-doc US
13749973

us-provisional-application US 61282782 20100331

US-CL-ISSUED: 135/31

US-CL-CURRENT: 135/51

TYPECPC DATE

CPCIA 45 B 25/2220130101




Step 4 - Retrieve and review published patent

applications using the CPC you identified

[ UNITED STATES
PATENT AND TRADEMARK OFFICE

Patents Trademarks Learning and Resources

~

WARNING:

Has your invention already

been patented at the Non-USPTO solicitations

USPTO?

Click on AppFT
under “Quick Links”

may resemble

Be aware that p!
New to Trademarks? USPTO often u:

information fro

Don't be misled by imitators

A4
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Term 1: A45B25/22

AND

Term 2: in F1

Select years [Help] 2001-present ~

-

: All Fields

in Field 1: Current CPC Classification




Step 5- Cited references

a2 United States Patent (10) Patent No.: US 8,783,275 B2

David 145) Date of Patent: Jul. 22, 2014
(54) COMPACT FOLDING UMBRELLA WITI 61992 Wa
HYERID RIBS TO RI " DAMAGE DUE TO ““ }3‘;[” {]'
ARG 9 Yang
INVERSION £1999 Lin et al
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patent s extended or adjusted under 35 CROSO8T B2 33008 Tt o 13520
US.C. 154(h) by 0 days. 0020129843 Al 92002 Wang
® * 0050211283 AL 92005 1
(21) Appl. No: 13/749,973 20070204894 Al 92007 Huang
. . (22) Filed: Jan. 25,2013 cied by examiner
(74) Atiorney. Agent, or Firm — Millen, White, Zelano &

S 2013/02 28203 / Sen. 5
US 2013/0228203 Al Sep. 5, 2013 Branigan, P(

Related U.S. Application Data
(57) ABSTRACT

(63)  Continvation of application No. 12/962,155, filed on

Dec. 7, 2010, now Pat. No. 8.360,082. A folding umbrella and particularly one having multiple

(60)  Provisional application No. 61/282,782, filed on Mar,  f0lds, includes a support frame incorporating a hybrid rib

31, 2010. typically located intermediate a main rib and a rear or outer-

most rib. The hybrid rib is formed of multiple sections com-

(51) Imt.CL posed of first and second materials which respectively pro-
1458 2500 (2006.01) vide the desired structural strength to reduce i

(52) US.CL umbrella to an acceptable minimum and provide the hybrid

USPC . _ 13531 rib with the desired resiliency and flexibility to retum the

(S8)  Field of Classification Scarch hybridrib to its original, unstressed shape and thereby r_wr_cv_rm

USPC 13531 permanent damage to the hybrid rib as well as adjoining

frame elements of the umbrella. The thicknesses of the mul-
tiple sections and the relative s
nificantly contribute 1o the capability of the hybrid rib o
achieve the desired objectives of a compact, small, folding
PATENT DOCUMENTS umbrella of reduced weight, and the ability to prevent perma-
nent damage to the frame due to inversion.

See application lile for complete search history,

(56) References Cited

RE21492 E *  6/1940 Okun ..o 13572531
2. 280 A 111940 Okun
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Step 6 — Broadening your search

30

Extend your search to foreign patents and published patent
applications using CPC classification, and re-run your search using
Espacenet at http://worldwide.espacenet.com.

Search non-patent print and electronic publications,
e.g., books, journals, websites, technical catalogs, and conference

proceedings.

Hire a registered patent attorney or patent agent to review
your search and conduct a follow-up search of his/her own.


http://worldwide.espacenet.com/

Access CPC schema

31

Go to the USPTO home page at www.uspto.gov.

Search for CPC classification schema using the search box on
the home page or the search box in the top right-hand corner.

Use specific language for your search terms:
— (CPC scheme umbrella

From the search results page, click an entry for a Class-
Subclass Scheme page.

If you are not satisfied with your results, rerun your search
using synonyms that you identified in Step 1.


http://www.uspto.gov/

I’'m looking for...

@ Secure https://www.uspto.gov o

About Us s MyUSPTO
PATENT AND TRADEMARK OFFICE CPC scheme umbrelia Q

Patents Trademarks IP Policy Learning and Resources (& Quicklinks v

I'm |00king for... Help Topic

»> General information

concerning patents
CPC scheme umbrella @ > Patent forms

> Trademark basics
For example, "trademark abandonment”, "EFS-Web", or "provisional patent application” » Financial Manager

> Fees and payment
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Results

33

N UNITED STATES

PATENT AND TRADEMARK

Everything  America Invents Act

CPC scheme umbrella

CPC Scheme - A45B WALKING STICKS; UMB|

www.uspto.gov/web/patents/dassification/cpc/h
Cooperative Patent Classification. Toggle navig
weather protections of other than umbrella ...

[POF] 7-Step U.S. Patent Search Strategy G
www.uspto.gov/sites/default/files/documents/7_!
7-Step U.S. Patent Search Strategy Guide . ... s
would be too broad and provide many unrelated ...

CPC Scheme - A HUMAN NECESSITIES
www.uspto.gov/web/patents/dassification/cpc/h
CPC. CPC Sections; A - HUMAN NECESSITIES; E
following IPC groups are not used not used in ...

[pOF] WALKING STICKS; UMBRELLAS; LADIES'
www.uspto.gov/web/patents/classification/cpc/p!
A45B CPC COOPERATIVE PATENT CLASSIFICA
FANS (cane or umbrella stands or holders A47G 25

How to Conduct a Preliminary U.S. Patent Seal

@ 7.Step_US_Patent_Search St X / ) CPC Scheme - A458 WALKIN' X

&« C | @ Secure https://www.uspto.gov/web/patents/classification/cpc/html/cpc-A458.html « e I+ )

CSD Home CPC~

|

Search Symbol
Scheme s
outiine | ON
Color | ON

Curly Brackets  ON
References
Date Revised  OFF

QUICK LINKS:
PDF

( scheme

CPC-to-IPC

D

D

D
D
D
D
D
D
D
D

oo

USPC~ Classification Revision Advanced Search ( Help

CPC Sections > CPC Section A> CPC Class Ad45>

Indent Level: Collapse to Level v | Expand All

Printable version [PDF] Version: 2017.05
CPC COOPERATIVE PATENT CLASSIFICATION
=] A45B WALKING STICKS; UMBRELLAS; LADIES' OR LIKE FANS (cane or umbreila stands or holders A47G 25/12)
NOTE

In this subclass, the following term is used with the meaning indicated
« “umbrelias” also covers sunshades similar in construction to umbrelias

(=) Walking sticks; Sticks for umbrellas (walking aids, e.g. sticks, for blind persons A61H 3/06; walking sticks formed as supports or tripod
stands F16M 13/08)

(=] A45B 1/00 Sticks with supporting, hanging or carrying means

A45B 1/02 . Walking sticks with rollers for carrying parcelis or the like

A45B 1/04 . Walking sticks with means for hanging-up or with locks (carriers for walking sticks or umbrelias A45F 5/00)
=) A45B 3/00 Sticks combined with other objects
(=] A45B 3/02 . with flluminating devices

A45B 3/04 . . electrical

A45B 3/06 . with coat-hangers

A45B 3/08 . with measuring or weighing appliances

A45B 3/10 . with purses

A45B 312 . with telescopes

A45B 314 . with weapons

A45B 3/16 . With smoking appliances

A45B 5/00 Walking sticks or umbrellas convertible into seats; Hunting sticks

www.uspto.gov/video/cbt/ptrcsearching/data/srchdata.xml

Use specific language for your search terms, such as "CPC scheme umbrella.” Typing in only “umbrella” would

be too broad and provide many unrelated ...

CPC Definition - A45B WALKING STICKS; UMBRELLAS; LADIES ...
www.uspto.gov/web/patents/dassification/cpc/html/defA45B.html

Scheme; Definition; CPC-to-IPC; CPC Definition - Subclass A45B. Printable version ... Combination table-




A45B 25/22

34

A45B 2023/008Y . {having a planar opening movement wherein the struts or screen sheet rotate and spread around an axis, e.g. around
the stick}
A45B 2023/0093 . {Sunshades or weather protections of other than umbrella type}
D (=] A45B 25/00 Details of umbrellas (sticks for umbrellas A45B 1/00 - A45B 9/00; illuminating devices for umbrellas A45B 3/02,
{sockets or holders for poles or posts EO4H 12/22})
A45B 2025/003 . {Accessories not covered by groups A45B 25/24 - A45B 25/30}
D A45B 25/006 . {Automatic closing devices (A45B 25/143 takes precedence)}
D (=] A45B 25/02 . Umbrella frames
D A45B 25/04 . . Devices for making or repairing
D (=] A45B 25/06 . Umbrella runners
D A45B 25/08 . . Devices for fastening or locking
D (=] A45B 25/10 . Umbrella crowns {(A45B 25/06 takes precedence)}
A45B 2025/1 . . .
D A45B 2512 °
o ez | NASB 25/22: Devices for increasing the

D A45B 25143

x| F@sistance of umbrellas to wind

D (=] A45B 25/16

D A45B 25/165 . . {with fluid or electric actuators}

D (=] A45B 25/18 . Covers (detachable A45B 15/00); Means for fastening same
A45B 2025/183 . . {Covers with filtering or screening means for avoiding undesired gfdiation}
A45B 2025/186 . . {Umbrellas with two or more covers}

L S AL D D I lW

D A45B 25/22 . Devices for increasing the resistance of umbrellas to win

= . Protective coverings for umbrellas when close
D A45B 25/26 . . Ventilated coverings
D A45B 25/28 . Drip receptacles for umbrellas: Attaching devices therefor
D A45B 25/30 . Name-plates; Badges; Labelling or marking devices: Means for attaching same (attached to the umbrella stick
A45B 9/06)
D (=] A45B 27/00 Ladies’ or like fans
D A48B 27/02 . with mechanical hand-drive




Access classification definition
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If the selected classification has a “D” to the left of it, it is
hyperlinked to a CPC definition.

CPC definitions are helpful in establishing the scope of the
relevant classification. A45B 25/22 definition relies on images
(below), however, most CPC definitions use text.

A45B 25/22
Devices for increasing the resistance of umbrellas to wind

Definition statement

This place covers:




Search resources

» External resources:
— Google Patents: https://patents.google.com/advanced

— Espacenet: https://worldwide.espacenet.com/

— Patentscope: https://patentscope.wipo.int

— CPC general website: www.CPCinfo.org

« USPTO resources:

— Search for patents: www.uspto.gov/patents/process/search
— PubEAST and PubWEST (at USPTO and PTRC facilities)

36


https://patents.google.com/advanced
https://worldwide.espacenet.com/
https://patentscope.wipo.int/
http://www.cpcinfo.org/
http://www.uspto.gov/patents/process/search

Alexandria USPTO Public Search Room

* Open 8 AM-5 PM, Monday-Friday
Madison East building
Must have valid photo identification

Numerous workstations

Access to patent search resources - EAST and WEST

— Internal tools used by examiners

— Searches can be saved between visits
Eastern Regional Outreach Office

- www.upsto.gov/EastCoast
- 571 270-7100
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http://www.upsto.gov/EastCoast

Patent and Trademark
Resource Centers (PTRC)

Nationwide network of
public, state, and
academic libraries that
are designated by the
USPTO to disseminate
patent and trademark
information and to
support intellectual
property needs of the
public.

[l City or county public library

v
’ e . College or university library

’ State library

A Spedial library

www.uspto.gov/ptrc

38


http://www.uspto.gov/ptrc

Resources for submitting your patent
application

1. 2. 3.

4 5.
Determine Determine

. 6 7.
Determine Get ready

Prepare Work with Receive

to apply and submit your
your initial examiner
application

you need

8.
Maintain

your your patent
approval

the type of if your what kind
IP invention is of patent
protection patentable you need
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Inventors Assistance Center (1AC)

The IAC provides patent
information and services to the
public. It is staffed by former
supervisory patent examiners and
experienced former primary
examiners who answer general
questions concerning patent
examining policy and procedure.

40

Contact Info

Hours: Monday - Friday, 8:30
a.m. to 8 p.m. ET, except
federal holidays

Telephone numbers:
800-PTO-9199
(800-786-9199)
571-272-1000

TTY customers can dial
800-877-8339 for customer
assistance




Electronic Business Center (EBC)

41

The EBC can assist with:

Submitting your patent application via EFS-Web

Viewing application information in Public and
Private PAIR

Searching for patents in AppFT and PatFT

Digital certificate, customer number issues, and assistance
Java and web browser problems

Technical problems or errors with your patent application
PDX/DAS registration inquires and issues

Technical problems with biotech tools

Contact Info

Hours: Monday — Friday,
6 a.m. to midnight ET,
except federal holidays

Telephone numbers:
» Toll-Free: 866-217-9197
* Local: 571-272-4100

Email: ebc@uspto.gov







